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DETAILED ACTION 

Request for Continued Examination 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible 
for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. 

2. Amendment received on October 12, 2005 has been entered into record. 

3. Claims 2-12 and 21 remain pending. 

Response to Amendment 

4. This office action is in response to the applicants Amendment filed on October 12, 2005. 
Claim 2 has been amended, claims 13-20 have been cancelled, and claim 21 has been added. 
Claims 2-12 and 21 are presented for further consideration and examination. 

5. The amendment filed on October 12, 2005 is objected to under 35 U.S.C. 132(a) because 
it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material to claims 2 and 21 
which is not clearly supported by the original disclosure is as follows "... after sending the 
changed data, receiving second data, where the first data and the second data are both part of 
the web page. " 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Claim Rejections - 35 USC§112 
6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The analysis under 35 U.S.C. 1 12, first paragraph, requires that the scope of protection 
sought be supported by the specification disclosure. The pertinent inquiries include determining 
(1) whether the subject matter defined in the claims is described in the specification and (2) 
whether the specification disclosure as a whole is to enable one skilled in the art to make and use 
the claimed invention. 

(1) Claims 2 and 21 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The "invention" for the purpose of the first paragraph analysis is defined by the claims. 
The description requirement is simply that the claimed subject matter must be described in the 
specification. The function of the description requirement is to ensure that the applicant had 
possession of the invention on the filing date of the application. The application need not 
describe the claim limitations exactly, but must be sufficiently clear for one of ordinary skill in 
the art to recognize that the applicant's invention encompasses the recited limitations. The 
description requirement is not met if the application does not expressly or inherently disclose the 
claimed invention. 
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Specification does not explicitly describe nor is sufficiently clear for one of ordinary skill 
in art to recognize the following steps as recited in claims 2 and 21 : 

• after sending the changed data, receiving second data, where the first data and the 

second data are both part of the web page. 

(2) Claims 2 and 21 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The enablement requirement necessitates a determination that the disclosure contains 
sufficient teaching regarding the subject matter claimed as to enable one skilled in the pertinent 
art to make and use the claimed invention. In essence, the scope of enablement provided to one 
ordinarily skilled in the art by the disclosure must be commensurate with the scope of protection 
sought by the claims. 

Currently, the most prevalent standard for measuring sufficient enablement to meet the 
requirements of 1 12 is that of "undue experimentation". The test is whether, at the time of the 
invention, there was sufficient working procedure for one skilled in the art to practice the 
claimed invention without undue experimentation. It is important to note that the test of 
enablement is not whether any experimentation is necessary, but whether, if experimentation is 
necessary, it is undue. A skilled artisan is given sufficient direction or guidance in the 
disclosure. Moreover, the experimentation required, in addition to not being undue, must not 
require ingenuity beyond that expect of one of ordinary skill in the art. 

Undue experimentation and ingenuity would be required beyond one ordinarily skilled in 
the art to practice the following steps as recited in claims 2 and 21 : 
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• after sending the changed data, receiving second data, where the first data and the 

second data are both part of the web page. 

Undue experimentation would be needed to make after sending the changed data, 
receiving second data, where the first data and the second data are both part of the web page. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 3-10 recites the limitation "the received data". There is insufficient antecedent 
basis for this limitation in the claim. Appropriated correction is required. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 2-12, and 21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Jamtgaard et al (Hereafter, Jamtgaard) U.S. Pat. No. 6,430,624. 

1 1 . Regarding claims 2,21, Jamtgaard discloses a method and system for providing data over 
an electronic network to a wireless computing device having a browsing program (Figure 2) 
comprising: receiving first data that is part of a web page, the first data having a first display 
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format (col. 7, 2 paragraph); changing the first data having a first display format to a second 
display format, wherein the second display format is capable of being displayed by the browsing 
program (e.g. translation server receive the content information and translated it to another 
format that compatible with appliance devices) (col. 7, lines 22-25)); sending the changed data 
having the second display format to a display of the wireless device; and after sending the 
changed data, receiving second data, wherein the first data and second data are both part of the 
web page (Figures 15 16 and 17; col. 2 lines 12-17 and col. 4 lines 21-32; col. 7, lines 42-44; col. 
8 lines 27-54; col. 13 lines 19-44; and col. 17 last paragraph through col. 18 1 st paragraph). 

12. Regarding claim 3, Jamtgaard further discloses compressing (inherently) the received 
data (col. 2 lines 60 through col. 3, lines 8). 

13. Regarding claim 4, Jamtgaard further discloses stripping out a portion of the received 
data (col. 7, lines 13- 1 8). 

14. Regarding claims 5-8, Jamtgaard further discloses converting the received data from 
HTML to WML HDML PQA or M'lTML (Figures 1 and 2; col. 2 lines 50-59; and col. 4 2 nd 
paragraph). 

15. Regarding claim 9, Jamtgaard further discloses reformatting the received data (col. 4 last 
paragraph through col. 5 1 st paragraph). 

16. Regarding claim 10, Jamtgaard further discloses assessing a type of the received data; 
and changing the format in accordance with the type (col. 7, 2 nd and 3 rd paragraphs). 

17. Regarding claim 1 1, Jamtgaard further discloses assessing a type of the browsing 
program, and changing the format in accordance with the type (col. 7, 2 nd paragraph). 
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18. Regarding claim 12, Jamtgaard further discloses assessing a size of the display on the 
wireless computing device, assessing browsing program and device preferences set by the user, 
and changing the format in accordance with the size and preferences (col. 7, lines 31-66). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phuoc H. Nguyen whose telephone number is 571-272-3919. 
The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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